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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Application Serial No. 09/947.801
pplication Serial No. 09/947 801
Filed: 09/06/2001
Taae MICTRIRTTITEMN ANMADITITTINGT CVCTEN
TOL. VIDINIDUILD CUNVITULIINIO DI J1LIVLE

As required under 37 CFR 41.41 (a)(1) this Response to Examiner’s Answer to Appellant’s Appeal

Brief'is filed within two months of mailing of Examiner’s Answer to Appellant’s Appeal Brief and is in

Summary

[,

1. The Examiner has misquoted Appellant on an issue of merit.

2. Inusing the Microsoft Press Computer Dictionary, Third Edition, ©1997 Microsoft Corporation to define

the term server, Examiner failed to note that he was using definition #2 or even that the reference provides

ver, g definition #2 or even that the reference provides
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to cite the most commonly used definition of server.

3. The Examiner’s citation of In re Van Geuns, 988 F 2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993) is
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Detailed Response

1 T“e Examiner has misnllnhﬂl nnellant an an iccue of morit
. QUOICE APPCLANt On an i1Ssud o1 mMeoris.
o VA NSV ) [PRPUSRETI ) PRppR, B EERE SN RN M [ R SN R RS Wy | RIS SR RN B § PRSI o
VIl EX4AITIIET RESPOIISE, rdZ2C 11, LU PDAIdZrdpil EXAITIIICT qUOLCS 1101 APPELdIIl 5 APpedl DIICL.

his Examiner’s Interview Summary for the telephone interview held August 25, 2005.
This argument appears only in the Interview Summary. It was not discussed during the
T o M Y., 1 7 M r a7 21 T ] o 1 ML A i ey
Interview. 1i does noi appear in either ihe First or Second Office Actions. The

nterview Summary

hiced a new argument i in his Examiner’s I 101}

Examiner’s supervisor introd
for the telephone interview held August 25, 2005. It was discussed that Ellis’s definition
of network provider included an individual and thus the definition of subscribe is the
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4. The Examiner’s supervisor introduced a new argument in his Examiner’s Interview

Summm’v for the telenhone interview held Auoust 25. 2005, This aroument appears
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only in the Interview Summary. It was not discussed during the Interview. It does not

,,,,, m

appear in either the First or Second Ufﬁce Actions.

or from Page 7.

4. The Examiner’s supervisor introduced a new argument in his Examiner’s Interview
Summary for the teiephone interview heid August 25, 2605.

-
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dlscussed that Ellis's definition of network rovuler included an individual and
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This argument appears only in the Interview Summary. It was not discussed during
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discussed that Ellis's definition of network provider included an individual. If the issue ha
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had to be different from the individual/PC o ner in order for Ellis to be useﬁﬂ Otherw1se
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for lack of usefulness.

A166



3

Examiner’s misquote has the Appellant agreeing that “/t was discussed that Ellis’s definition

7

of network provider inciuded an individual and thus the deﬁnil‘ion of subscribe is the same as disciosure”

o

attempting to deceive BPAIL

4 1=

The Examiner then goes on to state on Page 12 first paragraph:
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claim 1 that cited the portion that disclosed that the individual as the subscriber. This
passage was presented by the examiner in the first, non-final office and final action and
can be referenced under the ground of rejections under section 10.

The Ellis paragraph cited by the Examiner says:

For this new network and its structural relationships, a network provider is defined in the broadest
possible way as any entity (corporation or other business, government, not-for-profit, cooperative,
consortium, committee, association, community, or other organization or individual) that provides

nprcr\na] r‘nmnnfpr 11821re {‘fF‘I" ]’\ {1]‘)’ APHT’]PF‘ l‘\p]n‘xz\ ‘X}"I+ ;nﬁm] ﬂﬂA r‘r\nhrnnn(‘r r‘nnnpr‘hr\n

personal computer users (very broadly defined w) with initial and continuing connection

hardware and/or software aud/or firmware and/or other components and/or services to any network,
1 — a1 1 4 4 11 4 IR & | ASYAR AL YY) al o - £y 4

sSucn ds ine Internet dnd Internet 1 or w Or 1n€1r present or rutur (€ equ1valen[s wexmo S OT
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(ISP's) including telecommunication companies, television cable or broadcast companies, electrical
power companies, satellite communications companies, or their present or future equivaients,
coexistors or successors. The connection means used in the networks of the network providers,
including between personal computers or equivalents or successors, would preferably be very broad

204 qervdaitlin L0y, WOLLIL PDICICIAULY UL VLY vIiddld

bandw1dth by such means ﬁber optic cable or wireless for example but not excludmg any other

manne innliiding telavician raavial rahle and telanhnane tarcted nair ac well ac scenria tad gatawmrava
HeAlly, nciuai 15 LCICV] lU 1LLdaAldl Laulb dlld LCICpHOIIC LWISICU le,l a»y WCII an abbU\«lalCU Zalewayo,
bridges, routers, and switches with all associated hardware and/or software and/or firmware and/or

othe components a and their present or future equivalents or successors. The computers used by the

infrom 1~\|nl|c mnntare earvere and nerennal

~lida anv on 1Harg a ag
jestiniIsves alll\.«D pusisnil

s include any CoOmpuicts, inc
computers, and associated their associated hardware and/or software and/or firmware and/or other
components, and their present or future equivalents or successors.

nlll})uLer dvivily, alu }J\.«l dulLLal
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Examiner did not state how the Ellis reference constituted a home network server in a subscriber’s home.
Since the Ellis paragraph does not contain the terms home, home network, or subscriber Examiner’s rejection
was indistinct, and continues to be indistinct.

The very first time the Examiner made the statement:

“It was discussed that Lilis’s definition of network provider
included an individual and thus the definition of subscribe is the
same as disclosure.”

was in Examiner’s Interview Summary for the telephone interview held August 25, 2005. It was not made in

the First Office Action, the Second Office Action, or in any telephone interview including the telephone
2 2

interview of August 5, 2005. Appellant notes that the Examiner failed to file an Examiner’s Interview

o g 1

Summary for this telephone interview. Appellant’s summary of the telephone interview of August 5, 2005

m a1 1

1 Mmoot 1 1 1 s g | e A 1.1 A A O a1t 11Ty IR S I |
1. 1n€ 1ndividualnetwork proviaer Sstill nad 10 be airerent rrom tne indiviaual/rv Owner in oracr 10r
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sequitur and has no relevance to the definition of network provider.
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2. In using the Microsoft Press Computer Dictionary, Third Edition, ©1997 Micresoft Corporation to

Q.
""i

ine the term server, Examiner faiied to note that he was using definition #2 or even that the

1!

program IlieS; whe n 4 chent bUDHll[b a requebt I0r d me
he client. See also client/server architecture. Compare

~
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client (definition 3).

Where there are multiple definitions of a word or different shadings of the definition of a word, dictionaries

list them in the order in which they are most commonly used. Therefore, the Examiner failed to cite the most

would be the first one:

1. On a local area network (LAN), a computer running administrative software that

controls access to the network and its resources, such as pnnters and disk drives, and
finctin o

S g +“7r\r]r
D Lullbtlullllls ad> YV L

application 09/320,660 he made clear the importance of being able to run applications on his PC I which
were not availahle to the onerating evetems tyvnicallv ueed by cervere (The Firet Office Action was mailed
were not avanaoie 10 the operating systems typically usea oy servers. (1 he rirst Uthce Action was mated
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systems Therefore, Appllcant submits that neither Seti@home nor
running on personal computers discloses, teaches or suggests:

Ellis then discusses how this relates to his claims. However, the importance of being able to run standard PC
applications on Ellis’ PC I has been established and, under Microsoft’s primary definition of server, PC I
lacks the administrative software required to be a server.

...... RPN

piGVCill Llild,UL U eu access 1o e Ho me l\I .
Network Server, as opposed to the use of peer-to-peer networking, allows a robust operating
system to be used. It also allows the users on the Home Network to add additional
applications to their PCs without fear of jeopardizing the proper functioning of their Internet
security program (firewall) or the distributed computing software. (Although a firewall is not

strlctly necessary, prudence dictates its use.)

In terms of the Microsoft definition Appellant’s Home Network Server is:

On a lacal araa nat WO vl (T AND) 2o r‘r\mnnfnr n1nn;nn' adminic
AL G VYA GIVG VLV VLR QAW J, G VULLLPUILVL 1 UL S GUIELILLS

system] that controls access to the network and its resources, such as prmters an d d sk drlves and
pI UVlUCb resources (o LUIIlpUlCIb lUIlLll()Ilng as WUIKbldllOIlb /VUI’I(}LIA LHEIIL! AMCI] 1ds [’LA SEFISOFS,
actuators, and other devices] on the network.

= O

network server n. See server.

home network — not defined

On Page 235

home n. A beginning position, such as the top left corner of a character-based dispiay, the ieft end of a line
of text, cell Al of a spreadsheet, or the top of a document.
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1. The Microsoft Dictionary is internally inconsistent and should not have been used as a reference.

2. Microsoft felt that the common meaning of home 1s so obvious that it did not have to be defined.

Microsoft Corporation since Appellant’s Application claims priority of U.S. Provisional Application No.

60/249,830 filed on November 17, 2000.

Unfortunately the Fourth Edition provides the same definitions for the terms under discussion except that it

leaves out the pronunciation keys for the words.

However, since the Examiner has also used the Microsoft Computer Dictionary, Fifth Edition, ©2002

Microsoft Corporation as a reference it will be instructive to see how it defines the terms under discussion.

The term server is substantially the same. On page 474:

server 7. 1. On alocal area network (LAN), a computer running administrative software that controls
access to the network and its resources, such as printers and disk drives, and provides resources to computers
functioning as workstations on the network. 2. On the Internet or other network, a computer or program that

responds to commands from a client. For example, a file server may contain an archive of data or program
fihe file to the client See also

files: when a client submits a request for a file. the server transfers ANV O ¢
Ul LU 11y LU Ly ulivlil, o vrow

ocon
LGS, wWiivhl ULICLIL QUUILLIILY LTHULOL LUt LU, UL SULVOL uUaliditl s wup

application server (definitions 1 and 2), client/server architecture. Compare client (definition 3).

)
|
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However, the Fifth Edition does contain a definition for Home Network. On Page 255:

home network n. 1. A communications network in a home or building used for home automation. Home
networks can use wiring (existing or new) or wireless connections. See also home automation, home
controller. 2. Two or more computers in a home that are interconnected to form a local area network (LAN)

clear that, like Appellant, Microsoft felt that the common meaning of home is so obvious that it did not have

to be defined.

many common meanings (which they fail to list or even cite their reference) and Appellant failed to

explicitly define the term, the word home has no meaning at all.

From Examiner’s Response, Page 11 second paragraph:

Response to C) The examiner and the supervisor has {sic} read and interpreted

and can be

disclose any specific definition of “home”.

The Examiner and his supervisor have gone from aflowing an Applicant to be his own lexicographer to
requiring the Applicant to be his own lexicographer especially if the Applicant uses a commonly used term

Examiner and his Supervisor have failed to see the consequences of their actions. Consider the following
scenario.

1. BPAI affirms Examiner.
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Appellant wishes to note that as of this date there are 29 U.S. Patents assigned to Microsoft which use the

term iome network. Not one of these 29 patents appears to define the term izome. In the event these patents
were challenged, Microsoft’s position would be considerably weakened by the precedent that the Examiner
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3. The Examiner’s citation of In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993) is

misieading in view of In re Morris, 127 F.3

[=H

1048, 1054-55, 44 USPQ2d 1023, 1027-28 (Fed. Cir. 1997).

In /n re Morris, in holding that the PTO is not required, in the course of prosecution, to interpret claims in

The Solicitor is correct, and we reject appellants’ invitation to construe either of the cases cited by
appellants so as to overrule, sub silentio, decades old case law. Some cases state the standard as

Cplan bhienn dnct cnnamian I P
LIC UT0AUCSL 1CadULIADIT 1T

UUSPQ2d 1057, 1059 (Fed. Cir. 1993), others include the qualifier “consistent with the
specification” or similar language, see, e.g., In re Bond, 910 F.2d 831, 833, 15 USPQ2d 1566,
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in the art, taking into account whatever enlightenment by way of definitions or otherwise that may

be afforded by the written description contained in the applicant’s specification.

o i 111 1 A ) i VaW! » . 4 it L | ore 1 11
Slnce 1t would be unreasonapie 1or the I 1V 10 1gnore any interpretive guidance aiioraeda ny

me notion: as an initial

g connotes the sam
matter, the PTO applies to the verbiage of the proposed claims the broadest reasonable
meaning of the words in their ordinary usage as they would be understood by one of ordinary

skill in the art, taking into account whatever enlightenment by way of definitions or otherwise
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Conclusion

The purpose of a language like English is to allow people to communicate with each other. Communications
is already difficult enough because the meanings that people give to words depends on their life experiences

The word home is a very good word. It is also a very old word whose roots stretch back through Middle

English to Old English (als called Anglo Saxon because it was the Germanic dialect spoken by the Angles

- & | BV PO o (I, | an u| 11 I ~
LIIC LI UCIIU ly), U dll 1

PR I s ~aa
back to Indo-European

¢ way b p
Everybody knows what a home is (even people who don’t have one) with the exception of the Examiner and

his Supervisor.

In their determination to

deny Appellant the patent rights to his invention the Examiner and his Supervisor have failed to see that they

are setting a precedent that threatens the patent system itself by requiring that an Apphcant define every
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they will be arguing what the meaning of “is” 1s.

For these and other good reasons Appellant respectfully demands that this case be forwarded to BPAI

Ned Mosento
/ &

Jed Margolin

nro se mvr—‘nnfnr
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