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**>In limited circumstances, it is appropriate for an examiner to take officiai notice of
facts not in the record or to rely on "common knowledge" in making a rejection,
however such rejections should be judiciously applied.

PROCEDURE FOR RELYING ON COMMON KNOWLEDGE OR TAKING OFFICIAL NOTICE

The standard of review applied to findings of fact is the "substantial evidence" standard
under the Administrative Procedure Act (APA). See in re Gartside, 203 F.3d 1305,
1315, 53 USPQ2d 1769, 1775 (Fed. Cir. 2000). See also MPEP § 1216.01. In light of

recent Federal Circuit decisions as discussed below and the substantial evidence
standard of review now nnnllpd to USPTQO Board r‘lpmqmnq the fnlln\/\/mn o]l lidance is

provided in order to aSSISt the examiners in determining when itis approprlate to take
official notice of facts without supporting documentary evidence or {o rely on common
knowledge in the art in making a rejection, and if such official notice is taken, what

evidence is necessary to support the examiner's conclusion of common knowledge in

the art.

A, Deatarmine When It g Anprnprlafn To Take QOfficial Notice Without Documentarvy
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Evidence To Support The Examiner’' s Conclusion

Official notice without documentary evidence to support an examiner's conclusion is
permissible only in some circumstances. While "official notice" may be relied on, these
circumstances should be rare when an application is under final rejection or action
under 37 CFR 1.113. Official notice unsupported by documentary evidence should only

ha taken hv the avaminer whara tha farte accertad tn he weall_-known or to he common
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knowledge in the art are capable of instant and unquestionable demonstration as being
weli-known. As noted by the court in in re Ahlert, 424 F.2d 1088, 1091, 165 USPQ 418,
420 (CCPA 1970), the notice of facts beyond the record which may be taken by the
examiner must be "capable of such instant and unquestionable demonstration as to
defy dispute" (citing In re Knapp Monarch Co., 296 F.2d 230, 132 USPQ 6 (CCPA
1961 )) In Ahlert, the court held that the Board properly took judicial notice that "it is old
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Fox, 471 F.2d 1405, 1407, 176 USPQ 340, 341 (CCPA 1973) (the court took "judicial
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notice of the fact that tape recorders commonly erase tape automatically when new
‘audio information' is recorded on a tape which already has a recording on it"). In
appropriate circumstances, it might not be unreasonable to take official notice of the
fact that it is desirable to make something faster, cheaper, better, or stronger without
the specific support of documentary evidence. Furthermore, it might not be
unreasonable for the examiner in a first Office action to take official notice of facts by
asserting that certain limitations in a dependent claim are old and well known
expedients in the art without the support of documentary evidence provided the facts

so noticed are of notorious character and serve only to "fill in the gaps" which might
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rejection. In re Zurko, 258 F.3d 1379, 1385, 59 USPQ2d 1693, 1697 (Fed. Cir. 2001);

Ahlert, 424 F.2d at 1092, 165 USPQ at 421.

It would not be appropriate for the examiner to take official notice of facts without citing
a prior art reference where the facts asserted to be well known are not capable of
instant and unquestionable demonstration as being well-known. For example,
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UVIWI LIVIEIIIO VI WAL TUAWLOD T LI A vl VI wovLlvd TIw vt i |u|usy i \JHUU“'\J N INVJVV INNA

of the prior art must always be supported by citation to some reference work
recognized as standard in the pertinent art. in re Ahlert, 424 F.2d at 1091, 165 USPQ
at 420-21. See also In re Grose, 592 F.2d 1161, 1167-68, 201 USPQ 57, 63 (CCPA
1979) ("[W]hen the PTO seeks to rely upon a chemical theory, in establishing a prima
facie case of obviousness, it must provide evidentiary support for the existence and
meaning of that theory."); In re Eynde 480 F.2d 1364, 1370, 178 USPQ 470,
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taken of the state of the art. The facts constituting the state of the art are normally

subject to the possibility of rational disagreement among reasonable men and are not
amenable to the taking of such notice.").

It is never appropriate to rely solely on "common knowledge" in the art without
evidentiary support in the record, as the principal evidence upon which a rejection was
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reach conclusions based on its own understanding or experience-or on its assessment
of what would be basic knowiedge or common sense. Rather, the Board must point to
some concrete evidence in the record in support of these findings."). While the court
explained that, "as an administrative tribunal the Board clearly has expertise in the
SllhIP(‘f matter over which it exercises |||r|¢:d|r‘hnn it made clear that such'’ pynprh:p

may provide sufficient support for conCIuS|ons [onIy] as to peripheral issues." Id at
1385-86, 59 USPQ2d at 1697. As the court held in Zurko, an assessment of basic
knowledge and common sense that is not based on any evidence in the record lacks
substantial evidence support. /d. at 1385, 59 USPQ2d at 1697. See also In re Lee, 277
F.3d 1338, 1344-45, 61 USPQ2d 1430, 1434-35 (Fed. Cir. 2002) (In reversing the

Board's decision, the court stated ""common knowledge and common sense' on which

the Roard relied in reiecting | ee's anplication are not the spnecialized knowledae and
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expertise contemplated by the Administrative Procedure Act. Conclusory statements
such as those here provided do not fuifili the agency's obiigation..The board cannot
rely on conclusory statements when dealing with particular combinations of prior art
and specific claims, but must set forth the rationale on which it relies.").

B. If Official Notice Is Taken of a Fact, Unsupported by Documentary Evidence, the

Technical L ine Of Dnaennlnn IInrlnrl\nnn a Decision To Take Such Notice Must Re Clear
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Ordinarily, there must be some form of evidence in the record to support an assertion
of common knowledge. See Lee, 277 F.3d at 1344-45, 61 USPQ2d at 1434-35 (Fed.
Cir. 2002); Zurko, 258 F.3d at 1386, 59 USPQ2d at 1697 (holding that general
conclusions concerning what is "basic knowledge" or "common sense" to one of
ordinary skill in the art without specific factual findings and some concrete evidence in
the record to support these findings will not support an obviousness rejection). In
certain older cases, official notice has been taken of a fact that is asserted to be
"common knowledge" without specific reliance on documentary evidence where the

fact noticed was readily verifiable, such as when other references of record supported
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317 F.2d 941, 945-46, 137 USPQ 797, 800 (CCPA 1963) (accepting the examiner's
assertion that the use of "a control is standard procedure throughout the entire field of
bacteriology" because it was readily verifiable and disclosed in references of record
not cited by the Office); In re Chevenard, 139 F.2d 711, 713, 60 USPQ 239, 241

(CCPA 1943) (accepting the examiner's finding that a hrlef heating at a higher

temperature was the equivalent of a Ionger heating at a lower temperature where there
was nothing in the record to indicate the contrary and whnere the applicant never
demanded that the examiner produce evidence to support his statement). If such
notice is taken, the basis for such reasoning must be set forth explicitly. The examiner
must provide specific factual findings predicated on sound technical and scientific

reasoning to support his or her conclusion of common knowledge. See Soli, 317 F.2d
at QAR 37 U IQDn at 801: Chevenard 139 F.2d at 7'1’2 80 U IQDn at 241. The applicant
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should be presented with the explicit basis on which the examiner regards the matter
as subject to officiai notice and be aiiowed to chaiienge the assertion in the next repiy
after the Office action in which the common knowledge statement was made.

C. If Applicant Challenges a Factual Assertion as Not Properly Officially Noticed or not

Properly Based Upon Common Knowledge, the Examiner Must Support the Finding With
Adequate Evidence

.
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supposed errors in the examiner's action, which would include stating why the noticed
fact is not considered to be common knowledge or well-known in the art. See 37 CFR
1.111(b). See also Chevenard, 139 F.2d at 713, 60 USPQ at 241 ("[l]n the absence of
any demand by appellant for the examiner to produce authority for his statement, we

will not consider this contention.' \ A aeneral allegation that the claims define a
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patentable invention without any reference to the examiner's assertion of official notice
wouid be inadequate. if appiicant adequateiy traverses the examiner's assertion of
official notice, the examiner must provide documentary evidence in the next Office
action if the rejection is to be maintained. See 37 CFR 1.104(c)(2). See also Zurko,
258 F.3d at 1386, 59 USPQ2d at 1697 ("[T]he Board [or examiner] must point to some

concrete evidence in the record in support of these findings" to satlsfy the substantial
evidence test). If the examiner is relying on personal knowledge to support the finding
of what is known in the art, the examiner must provide an affidavit or declaration

setting forth specific factual statements and explanation to support the finding. See 37

CFR 1.104(d)(2).

If applicant does not traverse the examiner's assertion of official notice or applicant's

traverse is not adequate, the examiner should clearly indicate in the next Office action
that tha Anrmman binawdad~aa A woall_Lemavans im tha art otatarmant o talram $a lha admitiad
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prior art because applicant either failed to traverse the examiner's assertion of official
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notice or that the traverse was inadequate. If the traverse was inadequate, the
examiner should include an explanation as to why it was inadequate.

D. Determine Whether the Next Office Action Should Be Made Final

If the examiner adds a reference in the next Office action after applicant's rebuttal, and
the newly added reference is added only as directly corresponding evidence to support
the prior common knowledge finding, and it does not result in a new issue or constitute
a new ground of rejection, the Office action may be made final. If no amendments are

made to the claims the examiner must not relv on anv other teachinas in the reference
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if the rejection is made final. If the newly cited reference is added for reasons other
than to support the prior common knowiedge statement and a new ground of rejection
is introduced by the examiner that is not necessitated by applicant's amendment of the
claims, the rejection may not be made final. See MPEP § 706.07(a).

E. Summary

Any rejection based on assertions that a fact is well-known or is common knowledge in
the art without documentary evidence to support the examiner's conciusion shouid be
judiciously applied. Furthermore, as noted by the court in Ahlert, any facts so noticed

should be of notorious character and serve only to "fill in the gaps" in an insubstantial
manner which mlnh’r exist in the p\/ldpn’r!arv qhnwmn made hv the examiner to support

a partlcular ground for rejectlon It is never approprlate to rer soIer on common

l\l IUVVIUUQU II | l.l e ar l. VVII.I IUul CVIUUI Illdly DUPPUI L III ll & reCoi u as l.l e I Il Iblpdl CVIUUI ice

upon which a rejection was based. See Zurko, 258 F.3d at 1386, 59 USPQ2d at 1697;
Ahlert, 424 F.2d at 1092, 165 USPQ 421.<
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